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DETAILED ACTION 
Response to Amendment 

1 . This action is in response to the provisional election mailed July 3, 2006. 
Claims 11-12 were amended rendering claims 11-24 pending. 

Claim Rejections - 35 USC 112, first paragraph 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1 1-24 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Neither the instant claims or specification teaches how much starch content is 
in non-currency grade paper, which makes it difficult to determine a lower starch 
amount in the first material, when comparing it to that of non-currency grade paper, as 
claimed. 
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Claim Rejections - 35 USC 112, second paragraph 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

5. Claims 1 1-24 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In instant claim 11, it is unclear how much starch content is in the non-currency 
grade paper. 

Claim Rejections - 35 USC § 102(b) 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 11-16 and 18-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Collings (U.S. 5,188,871). 

Collings discloses verifying the authenticity of a coupon or paper by incorporating 
a chemical reagent in the paper which on being contacted by an authenticating 
composition will produce a characteristic colour change (column 1 , lines 13-26 and 51- 
61) where starch is incorporated and the authenticating composition is an acidic 
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solution, where the reaction creates a dark colouration (column 2, lines 31-44). Collings 
additionally discloses the starch may be applied by a coating or printing technique, 
where the printing may be in the form of a pattern (column 4, lines 61-68). The 
verification of the authenticity of the paper can be done using pens (column 5, lines 7- 
16) which would result in only a portion that is marked with the pen to be reacted. 
Because there is no teaching of the starch content in non-currency grade paper, it is 
difficult to determine a lower starch amount in the first material, when comparing it to 
that of non-currency grade paper, as claimed. 

Claim Rejections - 35 USC § 102(b) 

8. Claims 11-14 and 16, 18-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ahlm, Jr. et al (U.S. 3,001 ,887). 

Ahlm, Jr. discloses verifying the authenticity of a coupon having a surface printed 
with an indistinguishable material which will form initially colorless and inherently 
authenticating words, symbols or designs adapted to be developed in color upon the 
application of certain chemical agents (column 1, lines 9-45 and 55-65). The Figure of 
Ahlm, Jr. shows a large portion of the coupon avoiding a reaction with the chemical and 
not undergoing a color change for the authentic coupon and another portion undergoing 
the reaction to produce a color change to a darker color than the paper. Because Ahlm, 
Jr. is silent of starch, ft-i s a good ascertain that the coupon is free of starch, rendering it <*UVl-*P 
to have a lower starch content than non-currency grade paper. 
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Claim Rejections - 35 USC § 103(a) 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Collings 
(U.S. 5,188,871) in view Kurrle (U.S. 6,214,766). 

Collings is relied upon for instant claims 1 1 , 20 and 21 . Collings does not 
explicitly disclose the printing process for applying the coated material to be a flexo 
device. Kurrle teaches a paper product made to be authenticatable by the application of 
a printed image containing starch applied to the paper product and where a solution 
added to the surface of the paper produces an instantaneous blue or black color 
(column 3, lines 20-31) where the coated printed material can be applied using a 
flexography printing process. Collings and Kurrle are both directed to verifying the 
authenticity of a paper product. It would have been obvious to one of ordinary skill in the 
art to have applied the coated printed material using flexography, as taught in Kurrle, in 
the paper or coupon of Collings to produce an improved layer of material on the surface 
of the paper, which will not readily come off the surface. 
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Claim Rejections - 35 USC § 103(a) 

1 1 . Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ahlm, Jr. 
et al (U.S. 3,001,887) in view Kurrle (U.S. 6,214,766). 

Ahlm, Jr. is relied upon for instant claims 1 1 , 20 and 21 . Ahlm, Jr. does not 
explicitly disclose the printing process for applying the coated material to be a flexo 
device. Kurrle teaches a paper product made to be authenticatable by the application of 
a printed image containing starch applied to the paper product and where a solution 
added to the surface of the paper produces an instantaneous blue or black color 
(column 3, lines 20-31) where the coated printed material can be applied using a 
flexography printing process. Ahlm, Jr. and Kurrle are both directed to verifying the 
authenticity of a paper product. It would have been obvious to one of ordinary skill in the 
art to have applied to coated printed material using flexography, as taught in Kurrle, in 
the paper or coupon of Ahlm, Jr. to produce an improved layer of material on the 
surface of the paper, which will not readily come off the surface. 

12. Claim 17 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. The closest prior art does not teach or suggest 
the recited method further including determining that the coupon is authentic when a 
light mark results from applying a chemical to the coupon and not authentic when a dark 
mark results from applying a chemical to the coupon. The prior art does not teach 
motivation or suggestion for modification to make the invention as instantly claimed. 
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Response to Arguments 

13. Applicants arguments to the rejection made under 35 U.S.C. 102(b) as being 
anticipated by Collings (U.S. 5,188,871) has been considered but is unpersuasive. 
Applicant argues because Collings teaches adding starch to the first material, the first 
material in Collings does not inherently possess less starch content than non-currency 
paper as recited in claim 1 1 . Because there is no teaching of the starch content in non- 
currency grade paper, it is difficult to determine a lower starch amount in the first 
material, when comparing it to that of non-currency grade paper, as claimed. Applicant 
further argues Collings does not teach using a currency counterfeit detection pen as the 
chemical applied to detect authenticity. The Examiner is not persuaded by this 
argument because Collings discloses the verification of the authenticity of the paper can 
be done using pens (column 5, lines 7-16) ) which would result in only a portion that is 
marked with the pen to be reacted. Applicant argues the starch content in Collings is a 
trace chemical residual. Applicant's limitation in claim 1 1 of "a first material having a 
lower starch content than non-currency grade paper" is interpreted to mean the first 
material is capable of having a certain amount of starch. Additionally, because the 
method of verifying the authenticity of a coupon of the instant invention is disclosed as 
comprising the various materials and processes, the starch material found in the 
Collings reference, is not excluded from the disclosure of the instantly claimed 
invention. The transitional term "comprising", which is synonymous with "including," 
"containing," or "characterized by," is inclusive or open-ended and does not exclude 
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additional, unrecited elements or method steps. See, e.g., Invitrogen Corp. v. Biocrest 
Mfg., LP., 327F.3d 1364, 1368, 66 USPQ2d 1631, 1634 (Fed. Cir. 2003). Applicant 
argues claim 21 is not anticipated because Collings teaches adding a first material that 
contains starch. Collings discloses incorporating starch in the paper in column 2, lines 
30-44, and does not disclose coating the coupon with starch, therefore, meeting the 
limitation of instant claim 21 . 

Applicants arguments to the rejection made under 35 U.S.C. 102(b) as being 
anticipated by Ahlm, Jr. et al (U.S. 3,001,887) has been considered but is unpersuasive. 
Applicant argues because Ahlm, Jr. does not disclose the use of starch or iodine for 
marking and authenticating papers or coupons, Ahlm, Jr. does not have an inherently 
lower starch content than non-currency grade paper. Because Ahlm, Jr. is silent of 
starch, it is a good assertion that the coupon is free of starch, rendering it to have a 
lower starch content than non-currency grade paper. Applicant argues Ahlm, Jr. relies 
on the presence of a reaction, so it does not meet the limitation of claim 16. The Figure 
of Ahlm, Jr. shows a large portion of the coupon avoiding a reaction with the chemical 
and not undergoing a color change for the authentic coupon and another portion 
undergoing the reaction to produce a color change to a darker color. Applicant argues 
the colloidal silica content in Ahlm, Jr. is a trace chemical residual. Because the method 
of verifying the authenticity of a coupon of the instant invention is disclosed as 
comprising the various materials and processes, the colloidal silica found in the Ahlm, 
Jr. reference, is not excluded from the disclosure of the instantly claimed invention. The 
transitional term "comprising", which is synonymous with "including," "containing," or 
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"characterized by," is inclusive or open-ended and does not exclude additional, 
unrecited elements or method steps. See, e.g., Invitrogen Corp. v. Biocrest Mfg., LP., 
327F.3d 1364, 1368, 66 USPQ2d 1631, 1634 (Fed. Cir. 2003). Applicant argues claim 
21 is not anticipated because Ahlm, Jr. does not mention starch. Because Ahlm, Jr. is 
silent of starch, it is a good assertion that the coupon is substantially free of starch. 

Applicants arguments to the rejection made under 35 U.S.C. 103(a) as being 
unpatentable over Collings (U.S. 5,188,871) has been considered but is unpersuasive. 
Applicant argues both Collings and Kurrle deal with authenticating paper via the use of 
starch and claim 24 recites using flexography to apply material that substantially lacks 
any starch. Claim 24 claims coating the printed coupon with a flexo device. Kurrle 
teaches a paper product made to be authenticatable by the application of a printed 
image containing starch applied to the paper product and where a solution added to the 
surface of the paper produces an instantaneous blue or black color (column 3, lines 20- 
31) where the coated printed material can be applied using a flexography printing 
process. 

Applicants arguments to the rejection made under 35 U.S.C. 103(a) as being 
unpatentable over Ahlm, Jr. et al (U.S. 3,001,887) has been considered but is 
unpersuasive. Applicant argues both Ahlm, Jr. and Kurrle deal with authenticating paper 
via the use of starch and claim 24 recites using flexography to apply material that 
substantially lacks any starch. Claim 24 claims coating the printed coupon with a flexo 
device. Kurrle teaches a paper product made to be authenticatable by the application of 
a printed image containing starch applied to the paper product and where a solution 
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added to the surface of the paper produces an instantaneous blue or black color 



(column 3, lines 20-31) where the coated printed material can be applied using a 
flexography printing process. 



14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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